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Claims 1-3, 5-21, 23-25 and 31-37 are pending in this application. 

Independent claim 1 was rejected under 35 U.S.C. Section 103(a) as allegedly being 
"obvious" over Moms et ah (U.S. Patent No. 6,097,389) in view of Hirokazu (JP 2000-75984). 
For the reasons set forth below, Applicants traverse this rejection. 

Claim 1 calls for each file icon to be between its corresponding reduced-si^e 
the second area of the display screen, which second area displays one or more 
The file icon has a smaller area than the reduced-size image and, for example, the 
image can be prevented from being covered by the file icon during a drag-andn 
the file icon. In this way, the identity of the reduced-size image can be more easily 

The final office action admits that Morris et al. does not disclose this feature 
Office Action, page 3 ("However Morris fails to teach . . . Wherein the reduced-site 
each reduced-size image/file icon pair is displayed so that each file icon is between 
corresponding reduced-size image and the second area of the display screen.") 

The office action alleges that Hirokazu et al. remedies the deficiencies of Morris 

Hirokazu et al. discloses markers 242 that are provided for overlapping 
Specifically, Hirokazu et al. describes a marker control unit 160 that prepares mar 
graphics detected by the overlap detection unit 140. Applicant notes with referenc e 
for example, that there is no associated marker for graphic 213, which does not overlap 
graphic. Lines connecting corresponding markers and graphics are concurrently c isplayed 
the graphics. By selecting one of the displayed markers, the corresponding graphi 
selected. This enables the corresponding graphic to be selected even when it is 
covered by other graphics, without changing the order in which these graphics are 
e.g., paragraph [0028] of USPTO translation. Hirokazu is quite different from the 
disclosed in the instant application in which, for example reduced-size images ant 

Page 4 of the office action states: 

Furthermore, because the second area of Morris is on the left side of the 
screen (figure 10 B, items 803) and reduce-size (sic) image of Hirokazu is on the 
right of icon, (figure 12, items 250 and 242) therefore the combination Mcrris 
Hirokazu would create a system where each file icon is between its corres; >onding 
reduced-size image and the second area of the display screen. 
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Applicant traverses these contentions. Independent claim 1 specifies that the file icon has 
a smaller area than the reduced-size image. Thus, in Hirokazu et al., marker 242 vould 
nominally correspond to a file icon and graphic 212 would nominally correspond to the reduced- 
size image. In this case, contrary to the assertion in the office action, the reduced-size image 
would be between the file icon and the second area on the left side of the display s :reen in 
Morris et al. Consequently, the proposed combination of Hirokazu et al. and Monis et al. would 
not result in the subject matter of claim 1 as alleged in the office action. 

Moreover, Hirokazu et al. contains no description of function icons and tin is can provide 
no teaching or suggestion as to how file icons/reduced-size images should be posjiioned relative 
to such function icons. 

Further, there is no apparent reason for modifying Morris et al. as proposed in the office 
action. Specifically, Hirokazu et al. provides markers to deal with problems associated with 
overlapping graphics. Applicant does not find, and the office action does not iden tify, any such 
problem in Moms et al. that would be solved using the markers of Hirokazu. The office action 
conjectures that combining Hirokazu and Morris et al. would "simplify presentation and 
selection of images over the web/' No explanation is offered as to why such simp lifying would 
result from the proposed combination, nor is any such explanation apparent. 

The office action further notes: 



Morris' users cannot easily recognize the correspond (sic) of a window 
and display on a window and a display on a window graph corresponding to the 
window because the display window and the window graph are displayed at 
se parated positions . Therefore it would be obvious to combine Hirokazu' J 
teaching with Morris* method. 5/22/2006 Office Action, page 20 (emphaiis 
supplied). 



This statement actually confirms why Hirokazu et al. and Morris et al. would not 
Specifically, Morris et al. deals with items at separated positions and Hirokazu et 



be combined, 
al. provides a 



solution to a problem when items are overlapping, not separated. As noted above , in Hirokazu et 
al., when there is no overlap, no marker is even provided. Absent impermissible tiindsight, there 
would have been simply no reason to combine Hirokazu et al. with Morris et al. 

Independent claim 13, 24, 25, 32, 34 and 36 were rejected as allegedly being "obvious- 
over Morris et al. and Hirokazu, in further view of Johnston, Jr. et al. (U.S. Patent No. 
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5,598,524). Like claim 1, each of independent claims 13, 24, 25, 32, 34 and 36 
icon to be between its corresponding reduced-size image and the second area of tho 
screen, which second area displays a function icon. Morris et al. and Hirokazu et 
in this regard for the reasons set forth above. The portion of Johnston, Jr. et al. 
office action with respect to claim 1 3, relates to dragging an icon for a document 
Johnston, Jr. et al. provides no disclosure or suggestion whatsoever with regard to 
size/file icons pairs or the arrangement of such pairs relative to function icons, 
addition of Johnston, Jr. et al. to the proposed Morris et al.-Hirokazu et al, 
have resulted in the subject matter of claims 1 3, 24, 25, 32, 34 and 36, 

The various other secondary documents do not remedy the deficiencies 
and Hirokazu et al. with respect to the independent claims. 

Applicant also strongly contests the various rejections of the dependent 
documents applied in connection with these dependent claims simply do not di 
the specific dependent claim features. 

By way of example, claim 2 is directed to an aspect of dragging the file 
the drag operation is performed at a speed equal to or greater than a predeterminec 
reduced-size image is fixed at a current position while a drag operation is perform 
operation is performed at a speed below the predetermined speed, a frame having 
reduced-size image is displayed. Johnston, Jr. et al. and Belfiore et al. are applied 
with this feature, 

Johnston, Jr. et al. describes that a shape such as a rectangle may be used t 
dragged object. However, Johnston, Jr. et al. does not relate this operation to the 
dragging in any way, nor does Johnston, Jr. et al. disclose how the appearance of 
image shoidd vary when a corresponding file icon is dragged. Belfiore et al. 
auto-scrolling operation maybe made to depend on the speed of a mouse indicated 
and-drop operation. Here again, Belfiore et al. does not disclose or even remotely 
the appearance of one object should change based on the appearance of some 
as a file icon. There is no possibility that the subject matter of claim 2 could haw 
from these documents. 
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By way of further example, claims 5-7 and 1 1 are directed to the concept o 
return space. The subject application describes by way of example without lirai 
a file icon is dropped in an icon return space, the file icon is moved bade to its ori; 
position without moving the associated reduced-size image. See, e.g., page 9, 
line 5. The office action alleges that dotted line in Figure 7 of Hirose et al. illustrajt< 
return space. Even assuming for the sake of argument that this portion of Hirose 
to constitute an icon return space, there is no disclosure in Hirose et al. of displayi lg 
space based on the distance of the file icon from a corresponding reduced-size imcge. 

Additional bases for patentability are presented in the prior responses, whiph are 
incorporated herein by reference. 

For at least these reasons, Applicants respectfully submit that the rejection 5 of the 
pending claims are improper and should be withdrawn. 

Respectfully submitted, 

NIXON & VANDERHYE P.C. 
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